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APPEAL BRIEF 

1 . Real Party In Interest. 

The real party in interest Is Hewlett-Paclcard Development Company, LP, a 
limited partnership established under the laws of the State of Tej^s and having a 
principal place of business at 20555 S.H. 249 Houston, TX 77070. U.S.A. (hereinafter 
"HPDC"). HPDC is a Texas limited partnership and is a wholly-owned affiliate of 
Hewlett-Packard Company, a Delaware Corporation, headquartered in Palo Alto, CA. 
The general or nfianaglng partner of HPDC Is HPQ Holding, LLC. 

2. Related Appeals And Interferences. 

There are no other appeals or interferences known to Appellant, Appellant's 
legal representative or the Assignee which will affect or be dIrecBy affected by or have 
a bearirtg on the Board's decision in the pending appeal. 

3. Status Of Claims. 

Claims 1 1-18 and 24-27 are pending. The rejection of Claims 16 and 26 are 
appealed. The rejection of Claims 1 1-15, 17, 24, 25 and 27 are not appealed. 

4. Status Of Amendments. 

No amendments were filed after the final action. 
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5. Summary Of CLAiniieD Subject Matter. 

Independent claim 1 1 , for example, provides for a server 132(specification, p. 5, 
line 23). The server 132 comprises a means for receiving a request from a client 132 
(specification, p. 5, line 23-28). The server 132 further comprises a means for 
responding to the request 132 by transmitting a program 136 of computer readable 
instructions to the client 104 (specification, p. 5, line 23-33). The program 136 enables 
the client 104 to use a specific printer 106 having a plurality of output trays 139 to print 
a document 610 (specification, p. 5. line 29-33). The program 136 further enables the 
client 104 to display an indicator 604. 612 that indicates the Identity of an output tray 
from the plurality of output trays 139 that receives the document (specification, p. 7, 
line 23-31). Claim 1 1 further specifies the server 132 is the printer 106 (specification, 
p. 3, lines 1-6). 

Claim 16 depends from claim 1 1 and further specifies that the indicator 604, 612 of 
claim 1 1 further indicates the present capacity of the output tray that is receiving the 
document to accept additional media (specification, p. 9, lines &-23>. 

Independent claim 24 provides a printer 106 having a plurality of output trays 13& 
(specification, p. 5, lines 19-23>. The printer 106 comprises apparatus 132 for 
responding to a request received from a client 132 by transntitting a program 136 of 
computer readable Instructions to the client 104 (specification, p. 5, line 23-33). The 
program 136 is for enabling the client 132 to use the printer 106 to print a document 
61 0 and to display an Indicator 604, 61 2 that Indicates an output tray from the plurality 
of output trays 139 that receives the document (specification, p. 5, line 29-33). 

Claim 26 depends from claim 24 and further spedfies the program 136 is further for 
enabling the client 104 to Inform a user the present capacity of the output tray receiving 
the document (specification, p. 9, lines 5-23). 
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6. Grounds Of Rejection To Be Reviewed. 



1. Qaim 16 stands rejected under 35 U.S.C. § 102(e} as being anticipated by 
Nozawa (U.S. Patent Number 6,781.709). 

2. Claim 26 stands rejected under 35 U.S.C. § 102(e) as being anticipated by 
Nozawa (U.S. Patent Number 6,781 ,709). 



7. ARGUMENT. 

For the discussion ttiat fblJows. it is noted that the MPEP, at Section 21 31 , states: 
"A claim is anticipated only if each and every element as set forth In the claim is 
found, either expressly or inherently described, in a single prior art reference." 
Verdegaal Bros. v. Union Oil Co. of California, 814 F.2d 628, 631 , 2 USPQ2d 1051 , 
1 053 (Fed. Cir. 1 987). The identical invention must be shown in as complete detail 
as is contained in the ... daim." Richardson v. Suzuki Motor Co., 868 F.2d 1226, 
1236. 9 USPQ2d 1913, 1920 (Fed. Cir. 1989)." 

GROUND NO. 1 

A. Claim 16 was improperly rejected under 35 U.S.C. § 102(e) as being anticipated 
by Nozawa (6.781 ,709). 

Appellants contend that dalm 16 was improperiy rejected because M^y^^ does not 
disclose all the elements and limitations of claim 16. Claim 16 depends from claim 1 1 . 
Claim 1 1 recites: 

11. A server, comprising: 

(a) means for receiving a request from a client; 
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(b) means for responding to the request by transmitting a program of 
computer readable instructions to the client, the program for enabling the client to: 

i) use a specific printer having a plurality of output trays to print a 

document; and 

11) display an indicator that indicates the identity of an output tray 
from the plurality of output trays that receives the document; 

wherein the server is the printer. 

Claim 16 recites: 

16. The server of claim 1 1 . wherein the indicator further indicates the 
present capacity of the output tray that is receiving the document to accept 
additlonai media. 

It is respectfuliy submitted that the 102 rejection of claim 16 should be withdrawn for at least 
the reason that Nozawa does not disclose at least the dalm features that are highlighted in 
claim 16 above. 

In the final rejection, and with regard to the limitation of claim 16, the Office stated that 
'^ Nozawa discloses the server discussed in claim 11, and further teaches that the 
indicator further indicates the present capacity of the output tray that is receiving the 
document to accept additional media (see Figs. 10, 12, 14 and 19, column 15, lines 28- 
colum 16. line 31, and column 19, lines 19-51)", (Office Action, page 5. paragraph 1), 

It is respectfully submitted that this is incorrect. These particular sections cited by the 
Office appears directed to dialog boxes that can be used to adjust printer settings. 
Nowhere does Nozawa describe an indicator that indicates the present capacity of the 
output tray that Is receiving the document to accept additional media. 
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Thus, Nozawa does not disclose all the elements and (imitations recited in Applicanfs 
claim 16. Therefore the reaction is improper at least Ibr this reason and should be 
withdraiwn. 

GROUND NO. 2 

B. Claim 26 was improperly rejected under 35 U.S.C. § 102(e) as being anticipated 
by Nozawa (6,781,709). 

Appellants contend that dalm 26 was improperly rejected because the Nozawa does not 
disclose all the elements and limitations of dalm 26. Claim 26 depends from daim 24. 

Claim 24 recites: 

24. A printer having a plurality of output trays, comprising; 

apparatus for responding to a request received from a client by transmitting 
a program of computer readable Instructions to the dient. the program for enabling the 
client to: 

i) use the printer to print a document; and 

ii) display an Indicator that indicates an output tray from the plurality of. 
output trays that receives the document. 

Claim 26 recites: 

26. The printer of daim 24, wherein the program is further for enabling the client 
to inform a user the present cana^f^ of the output tray receiving the document. 

It is respedftjlly submitted that the 102 rejection of daim 26 should be withdrawn fbr at least 
the reason that tilflzav^ does not disdose at least the daim features that are highlighted in 
daim 26 above. 
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In the final rejection, the Office repeated for claim 26 the rationale that had been advanced 
with reganj to claim 16, discussed heretofore. For similar reasons as stated above, 
Nozavya does not teach a program that is provided by a printer to a client where the 
program enables the client to infonm a user of the present capacity of the output tray 
receiving the document. Accordingly, it is respectfully asserted that Nozawa does not 
teach the limitations of daim 26. 

Thus, Nozawa does not disclose all the elements and limitations recited in Applicants 
claim 26. Therefore the rejection is Improper at least for this reason and should be 
withdrawn. 




By: 



Respectfully submitted. 
Shell S. Simpson 




j.Jl 



Matthew L. Wade 
Attorney for Appellant 
Reg, No. 42.206 
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CENTRAL FAX CENTER 

APPENDIX I - CLAIMS INVOLVED IN THE APPEAL 

JAN 1 0 2007 

Claims 1-10 (canceled) 

1 1 . (previously presented) A server, comprising: 

(a) means for receiving a request from a client; 

(b) means for responding to the request by transmitting a program of 
computer readable Instructions to the client, the program for enabling the client to: 

I) use a specific printer having a plurality of output trays to print a 

document; and 

il) display an Indicator that indicates the identity of an output tray 
firom the plurality of output trays that receives the document; 

wherein the server is the printer. 

12. (canceled) 

1 3. (original^ The server of daim 11 , wherein the Indicator Includes an 
Image of the printer. 

14. (original)The server of daim 11. wherein the indicator includes an 
image of the output tray that Is receiving the document. 

1 5. (original)The server of daim 1 1 , wherein the dient is a personal 
computer connected to the server over a network. 

16. (original)The server of daim 1 1 , wherein the indicator further indicates 
the present capacity of the output tray that Is receiving the document to accept 
additional media. 
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17. {origlnal)The server of claim 1 1 , wherein the Indicator includes an 
animated image of the printer. 

1 8. (original)The server of claim 1 1 , wherein the program Is Web content 
Claims 19-23 (canceled) 

24. (original) A printer having a plurality of output trays, comprising: 
apparatus for responding to a request received from a client by 

transmitting a program of computer readable Instructions to the client, the program for 
enabling the client to: 

I) use the printer to print a document; and 

ii) display an indicator that Indicates an output tray from the plurality 
of output trays that receives the document. 

25. (original) The printer of claim 24, wherein the indicator includes an 
image of the printer* 

26. (original) The printer of claim 24, wherein the program is further for 
enabling the client to infomn a user the present capacity of the output tray receiving the 
document 

27. (original) The printer of claim 24, wherein the Indicator Includes an 
animated image of the printer. 
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APPENDIX II » EVIDENCE SUBMITTED UNDER RULES 130, 131 OR 132 

none 
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APPENDIX HI - RELATED PROCEEDINGS 

none 



Application no. 10/033148 
Attorney Dooi^et No. 10008248-1 
Appeal Brief 
Pegeyo 

PAGE12/12'RCVDAT1/10M6:00:22PM[EastemStanda^ p.,^ 



